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DETAILED ACTION 
Continued Examination Under 37 CFR 1. 1 14 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .1 7(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
1/19/2005 has been entered. 

Specification 

2. The specification is objected to as failing to provide proper antecedent basis for 
the claimed subject matter. See 37 CFR 1 .75(d)(1) and MPEP § 608.01 (o). Correction 
of the following is required: 

Claims 6-12 and 31-37 recite the limitation "a fuel tube assembly" and "a fuel 
tube". However, these terms are not used in the specification. 

Claims 7 and 32 recite the limitation "assembling the fuel tube assembly is 
performed exterior of the clean room". However, the specification first does not mention 
the term "fuel tube assembly" and second explicitly states that the "valve group 
subassembly is required to be assembled in a clean room environment". 

Claims 12 and 37 recite "after installing the filter, inserting an armature into the 
fuel tube assembly". However, page 9 shows the armature (step 9) is installed before 
the filter (step 17). 
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3. The disclosure is objected to because of the following informalities: The 

specification interchangeably uses the terms "valve group subassembly" and "fuel group 
subassembly" and uses the same reference characters for each. Are these both 
referring to the same thing? 

Appropriate correction is required. 

Claim Objections 

4. Claim 31 is objected to because of the following informalities: In line 2, delete 
the comma after tube in "a fuel tube, assembly". Appropriate correction is required. 

Claim Rejections - 35 USC §112 

5. The following is a quotation of the first paragraph of 35 U.S.C. 1 1 2: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

6. Claims 1-39 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. 

Claims 1, 6 and 15 recite the limitation "the fuel group including having a 
generally constant outer diameter between a seat and an armature". This is considered 
to be new matter since this is not mentioned in the specification and it is not clear from 
the drawings what the outer diameter of the "fuel group" is and whether it has a constant 
diameter. 



Application/Control Number: 09/820,887 Page 4 

Art Unit: 3726 

7. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

8. Claims 1-39 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

9. Claims 1, 6 and 15 recite the limitation "the fuel group including having a 
generally constant outer diameter between a seat and an armature". This limitation is 
unclear, how does a "group" have a constant outer diameter? Further, this is not 
mentioned in the specification and it is not clear from the drawings what the outer 
diameter of the "fuel group" is and whether it has a constant diameter. 

1 0. Claim 25 recites the limitation "the fixedly connecting". It is unclear which 
connecting step this is referring to. 

Claim Rejections - 35 USC §102 

1 1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 1 22(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21 (2) 
of such treaty in the English language. 

12. Claims 1-8, 13-33 and 38-39 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Dallmeyer (US 6,499,668). 
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The applied reference has a common assignee and inventors with the instant 
application. Based upon the earlier effective U.S. filing date of the reference, it 
constitutes prior art under 35 U.S.C. 1 02(e). This rejection under 35 U.S.C. 1 02(e) 
might be overcome either by a showing under 37 CFR 1 .1 32 that any invention 
disclosed but not claimed in the reference was derived from the inventor of this 
application and is thus not the invention "by another," or by an appropriate showing 
under 37 CFR 1.131. 

1 3. Re Claim 1 , as best understood, Dallmeyer discloses a method of fabricating a 
fuel injector comprising: providing a clean room (Col. 10, lines 16-20); 

fabricating a fuel group 200 in the clean room (Col. 3, lines 5-18; Col. 10, lines 16-20), 
the fuel group 200 including having a generally constant outer diameter between a seat 
250 and an armature 260 (Fig. 1-4); 

fabricating a power group 300 exterior of the clean room (Col. 10, lines 45-50); 
inserting the fuel group 200 into the power group 300 (Col. 7, lines 25-27; Col. 9, lines 
55-57); and 

fixedly connecting the fuel group to the power group (Col. 7, lines 30-35; Col. 10, lines 
1-7). 

14. Re Claim 6, as best understood, Dallmeyer discloses a method of fabricating a 
fuel injector comprising: providing a clean room (Col. 10, lines 16-20); 

fabricating a fuel group 200 in the clean room (Col. 3, lines 5-18; Col. 10, lines 16-20), 
the fuel group 200 having a generally constant outer diameter between a seat 250 and 
an armature 260 (Fig. 1-4), and 
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prior to fabricating the fuel group 200, assembling a fuel tube assembly, 

the fuel tube assembly including an inlet tube 210 and a non-magnetic shell 230 (Col. 3, 

lines 18-40); 

fabricating a power group 300 exterior of the clean room (Col. 10, lines 45-50); 
inserting the fuel group 200 into the power group 300 (Col. 7, lines 25-27; Col. 9, lines 
55-57); and 

fixedly connecting the fuel group to the power group (Col. 7, lines 30-35; Col. 10, lines 
1-7). 

1 5. Re Claim 2, Dallmeyer discloses prior to inserting the fuel group into the power 
group, performing at least one fuel flow tests on the fuel group (Col. 9, lines 24-25). 

1 6. Re Claim 3, Dallmeyer discloses the at least one fuel flow tests are performed 
exterior of the clean room (Col. 10, lines 16-24). 

1 7. Re Claim 4, Dallmeyer discloses the inserting is performed exterior of the clean 
room (Col. 10, lines 16-20). 

1 8. Re Claim 5, Dallmeyer discloses the fixedly connecting is performed exterior of 
the clean room (Col. 10, lines 16-20). 

1 9. Re Claim 7, Dallmeyer discloses assembling the fuel tube assembly is 
performed exterior of the clean room (Col. 10, lines 16-50). 

20. Re Claim 8, Dallmeyer discloses after assembling the fuel tube assembly, 
performing a leak test on the fuel tube assembly (Col. 9, lines 24-25). 

21 . Re Claim 13, Dallmeyer discloses inserting the fuel group into the power group is 
performed exterior of the clean room (Col. 10, lines 16-20). 
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22. Re Claim 14, Dallmeyer discloses the non-magnetic shell is inserted into the 
power group prior to the inlet tube (Col. 9, lines 55-67). 

23. Re Claim 18, Dallmeyer discloses inserting the fuel group into the power group is 
performed exterior of the clean room (Col. 10, lines 16-20). 

24. Re Claim 19, Dallmeyer discloses the fixedly connecting is performed exterior of 
the clean room (Col. 10, lines 16-20). 

25. Re Claim 20, Dallmeyer discloses the fixedly connecting comprises welding the 
power group 300 to the fuel group 200 (Col. 7, lines 30-35; Col. 1 0, lines 1 -7). 

26. Re Claim 21 , Dallmeyer discloses fabricating the power group comprises: 
providing a magnetic housing 330; 

providing an electro-magnetic solenoid coil 310; and 

fixedly connecting the magnetic housing to the electro-magnetic solenoid coil (Fig. 3; 
Col. 6, lines 8-60). 

27. Re Claim 22, Dallmeyer discloses fabricating the power group further comprises 
fixedly connecting at least one electrical terminal 320 to the electro- magnetic solenoid 
coil 310 (Col. 6, lines 20-26). 

28. Re Claim 23, Dallmeyer discloses fabricating the power group further comprises 
forming a dielectric overmold 340 over at least part of the magnetic housing, the electro- 
magnetic solenoid coil, and the at least one electrical terminal (Col. 7, lines 1-6). 

29. Re Claim 24, Dallmeyer discloses inserting the fuel group into the power group is 
performed exterior of the clean room (Col. 10, lines 16-20). 
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30. Re Claim 25, Dallmeyer discloses the fixedly connecting is performed exterior of 
the clean room (Col. 10, lines 16-20). 

31 . Re Claim 26, Dallmeyer discloses the fixedly connecting comprises welding the 
power group 300 to the fuel group 200 (Col. 7, lines 30-35; Col. 10, lines 1-7). 

32. Re Claim 15, as best understood, Dallmeyer discloses a method of fabricating a 
fuel injector comprising: 

providing a clean room (Col. 10, lines 16-20); 

fabricating a fuel group 200 in the clean room (Col. 3, lines 5-18; Col. 10, lines 16-20), 
the fuel group 200 having a generally constant outer diameter between a seat 250 and 
an armature 260 (Fig. 1-4); 

fabricating a power group 300 exterior of the clean room (Col. 10, lines 45-50), 

the fabricating the power group 300 comprises: 

providing a magnetic housing 330; 

providing an electro-magnetic solenoid coil 310; and 

fixedly connecting the magnetic housing to the electro-magnetic solenoid coil (Fig. 3; 
Col. 6, lines 8-60); 

inserting the fuel group 200 into the power group 300 (Col. 7, lines 25-27; Col. 9, lines 
55-57); and 

fixedly connecting the fuel group to the power group (Col. 7, lines 30-35; Col. 10, lines 
1-7). 
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33. Re Claim 16, Dallmeyer discloses fabricating the power group further comprises 
fixedly connecting at least one electrical terminal 320 to the electro- magnetic solenoid 
coil 310 (Col. 6, lines 20-26). 

34. Re Claim 17, Dallmeyer discloses fabricating the power group further comprises 
forming a dielectric overmold 340 over at least part of the magnetic housing, the electro- 
magnetic solenoid coil, and the at least one electrical terminal (Col. 7, lines 1-6). 

35. Re Claim 27, Dallmeyer discloses prior to inserting the fuel group into the power 
group, performing at least one fuel flow tests on the fuel group (Col. 9, lines 24-25). 

36. Re Claim 28, Dallmeyer discloses the at least one fuel flow tests are performed 
exterior of the clean room (Col. 10, lines 16-24). 

37. Re Claim 29, Dallmeyer discloses the inserting is performed exterior of the clean 
room (Col. 10, lines 16-20). 

38. Re Claim 30, Dallmeyer discloses the fixedly connecting is performed exterior of 
the clean room (Col. 10, lines 16-20). 

39. Re Claim 31 , Dallmeyer discloses prior to fabricating the fuel group 200, 
assembling a fuel tube assembly, 

the fuel tube assembly including an inlet tube 210 and a non-magnetic shell 230 (Col. 3, 
lines 18-40). 

40. Re Claim 32, Dallmeyer discloses assembling the fuel tube assembly is 
performed exterior of the clean room (Col. 10, lines 16-20). 

41 . Re Claim 33, Dallmeyer discloses after assembling the fuel tube assembly, 
performing a leak test on the fuel tube assembly (Col. 9, lines 24-25). 
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42. Re Claim 38, Dallmeyer discloses inserting the fuel group into the power group is 
performed exterior of the clean room (Col. 10, lines 16-20). 

43. Re Claim 39, Dallmeyer discloses the non-magnetic shell is inserted into the 
power group prior to the inlet tube (Col. 9, lines 55-67). 

Claim Rejections - 35 USC §103 

44. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

45. Claims 9-12 and 34-37 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Dallmeyer (US 6,499,668) in view of Simandl (US 5,803,983). 

46. Re Claims 9 and 34, Dallmeyer does not disclose, after performing the leak test, 
washing the fuel tube assembly. 

However, Simandl teaches washing a fuel tube assembly (Col. 2, lines 25-50). 
It would be obvious to wash the fuel tube assembly, as taught by Simandl, for the 
purpose of reducing the potential for injector failure and to remove solid particulate 
material lodged within internal cavities (Col. 2, lines 25-30). 

47. Re Claims 10 and 35, Dallmeyer discloses prior to washing the fuel tube 
assembly, placing the fuel tube assembly in the clean room (Col. 10, lines 15-19). 

48. Re Claims 11 and 36, Dallmeyer discloses inserting a filter into the fuel tube 
assembly (Col. 5, lines 15-25). 
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49. Re Claims 12 and 37, Dallmeyer discloses after installing the filter, inserting an 
armature into the fuel tube assembly (Col. 5, lines 17-48; Col. 9, lines 55-67). 

Double Patenting 

50. Applicant is advised that should claim 4 be found allowable, claims 13 and 
18 will be objected to under 37 CFR 1 .75 as being a substantial duplicate thereof. 

When two claims in an application are duplicates or else are so close in content that 
they both cover the same thing, despite a slight difference in wording, it is proper after 
allowing one claim to object to the other as being a substantial duplicate of the allowed 
claim. See MPEP § 706.03(k). 

51 . Applicant is advised that should claim 29 be found allowable, claim 38 will 
be objected to under 37 CFR 1 .75 as being a substantial duplicate thereof. When 
two claims in an application are duplicates or else are so close in content that they both 
cover the same thing, despite a slight difference in wording, it is proper after allowing 
one claim to object to the other as being a substantial duplicate of the allowed claim. 
See MPEP § 706.03(k). 

52. Applicant is advised that should claim 11 and 12 be found allowable, claims 
36 and 37 will be objected to under 37 CFR 1 .75 as being a substantial duplicate 
thereof. When two claims in an application are duplicates or else are so close in 
content that they both cover the same thing, despite a slight difference in wording, it is 
proper after allowing one claim to object to the other as being a substantial duplicate of 
the allowed claim. See MPEP § 706.03(k). 
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Response to Arguments 

53. Applicant's arguments with respect to claims 1 -39 have been considered but are 
moot in view of the new ground(s) of rejection. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to RYAN J. WALTERS whose telephone number is 
(571)270-5429. The examiner can normally be reached on Monday- Friday, 9am-5pm 
EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Bryant can be reached on 571-272-4526. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/R. J. W./ 

Examiner, Art Unit 3726 



/DAVID P. BRYANT/ 

Supervisory Patent Examiner, Art Unit 3726 



